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REMARKS 

Applicant thanks the Examiner for the courtesies extended in the telephone 
interview, conducted on November 1 7 2005. 

Claims 1, 2 and 5 are pending in the instant application. Claims 1, 2 and 5, 
however, remain rejected Under 35 U.S.C. § 103(a) as obvious over Japanese Patent No. 2- 
14921 ("IP , 921") in view ofOerrnHn PalenLNo. 741VW fOF \^fT) , or Falk ami furthKir in 
view of Japanese Patent No. 1 1 1020723 A ("JP '723"). 

As discussed during the interview, the Examiner expresses the problem" to 
be solved by the instant inventinn as seeking to non-rotatahly fix a body to a lOtatLug sliafl 
and then allow uncoupling of said components. (See p. 7, first full paragraph of the 
outstanding Office Action.) Applicant respectfully submits that this is a mischaracterization 
of the problem to be solved by the instant invention. Particularly* the instant application 
clearly states that the problem being addressed by the inventor was to make it easier to adjust 
backlash between a worm and a wurm wheel in a dividing head using a multiple lead type 
worm. (See instant Specification, p. 2, 3 ,d Para.) ihc Examiner, to support the proposed 
cnmhiiialjujuL of (he Falk ami DE '530 references, has redefined the inventor's problem in 
terms of its solution. Neither Falk nor DE '530 has anything remotely to do with adjusting 
backlash in a dividing head using a multiple lead type worm. The Federal Circuit has said 
that this type of redefinition of the problem, to support obviousness, is improper. Sec 
Monarch Knitting Machinery Corp. v. Sulzer Moral Gmhfl 139 F 3d 877, 881, 45 USP.Q. 
7d 1911 (Fed Or 1998). (Copy of p. +881 attached.) 

This case is not unlike In re O&tiker, 977 F. 2d 1145 (Fed Cir 1992), 
(discussed at MPEP § 2141.01(a) (IV)). There, the examiner had cited a fastener foj a 
garment, against a claimed faxlenHr for a hose clamp. The Commissioner had argued that a 
disengageable catch was a common mechanical concept But the Court held that the cited 
reference was not in the field of the applicant's endeavor, and sumeune attempting to solve 
the problem of fastening a hose clamp would not be expected to look to fasteners for 
garments. 
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Applicant h»3 further amended the instant claims to highlight the problem 
being solved by the instant invention. Particularly, the claims arc now in Jepson format and 
the preamble, a9 well as the last paragraph in the body of the claim, sets forth that the 
invention is diredftl to the prnhlem of facilitating the adjustment of backlash in a dividing 
head using a multiple lead type worm. 

While it is in relation xo worm gears, the JP 4 723 rrJfcifcnce teacl-res away from 
the instant invention, by showing the worm gear integrally forged with the shaft, rather than 
separate a£ in the instant invention. Furthermore, like DK '510 and Falk, JP l 723 is not 
directed at all to the problem of adjusting backlash in dividing heads using a multiple lead 
type worm. JP '723 is thus not properly uunbined with JP '921, Falk Or DE '560 as a basis 
for an obviousness rejection of the invention as now specifically claimed. 

in light of the above amendments and remarks, claim 1 (and dependent claims 
2 and 5) are now deemed allowable. 

Respectfully submitted, 
THE WEBB LAW FIRM 
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13? P.3d 877, *; WSK U.S. App. LEXIS 41 ^ 
4MI.S.P.Q.2D(DNA)1977 



This court eoftcliKta that genuine issues uf material 
fact remain. AlthouRh Groz-Bcckcrt Inter supplemented 
die record with jdrHnVmal evidence of uhjojlive indicia 
uf nuiKjbvioiwiicss, this evidence was not before The trial 
court for the first rnntinri for summaiy judgment Except 
as utlicrwisc staled, this court relies only on the evidence 
available to rtV: rtiiTrict court when it euleied surnmary 
jwfeujent w> claim I. Thua, chis courfc conclusion neces- 
sariJy follows fnr all the claims al iwue, icgardlcss of the 
fact that the district court invalidated all other claims la a 
sp.nnnd motion on a supplemented record. 

n. 

Una court reviews a district court's grant of sum- 
mary judgropnr drr now by icapurying the standard ap- 
plicable at the district court, See Co/iray v. Reebok tort. 
Irrf., 14 F W 1570. 1575. 29 U.S.PQ.2D (SNA) 1371 
1377 (Fed. Gr. 1991). Nummary judgment is appropriate 
only when "rhfrr, is nu geuuLie issue w to any material 
faet and . . , the moving party is entitled to a judgment as 
a nattPx of taw." Fed. EL Civ. P. 56(c). ["8) In its re- 
view, thia court orawe all reasonable inferences in ftvnr 
nf rhti mmiuuvanL See t/wrerf tfnrtu v, Diebold, Inc., 
369 US 0M, 655 t 5 L £4. Jd 776", W S Of 9.v* (tQM). 
Kfhreovei, in rendering a decision on ft motion for sum 
ma>y judgment, a court must M vtew ftp nviilemx pie- 
soiled tlnoufih the. prism of the substantive evidentiary 
burden" that would [*88l] inhere at Trial. See Andznun 
v. Liberty lobby. Inc., 477 U.S. 242, 254, 91 L Ed. 2d 
U02 t 106 S. Ct 2505 (J 986) The moving parly "bcais die 
burden of demonstrating the absence of genuine iesu« of 
irxa^rial fact/' Conwy, J 4 F ^dnt t.175. 

Jji this chks, the disbia couit tendered siimrnary 
judgment on the question of obviousness. Obviousness is 
ultimately a dctciuiuiation of law based On Underlying 
det&rrrunabonB of fact See Ficharekon-Vicks toe. v Up. 
jnhn Cm.. 122 F.3d 1476. 1479, 44 U.S.P.Q.2D (BM) 
lllil, DM (fi'ed. Or. 1997). These underlying ftcmal 
deLtuiuuatioiis include; (1) the acape and content of the 
prior art; (2) the level of ordinary skill m toe art; (\) Lhe 
differences between the claimed invention and the prior 
art and (4) the extent of any profjfp.rr.ri objective indicia 
of ttonobviouancas. Sec Graham v. John [**9\ Oqqtq 
Co. 383 U.S. J, 17-13. 15 L Bd 2d U5. MS. Ct 684 
(1966), Thus, to review a summary judgment of obvi- 
ousness, this r.onrt first rirterTnines anew wlielhia (he 
record raiaca any genuine issues about these critical facts. 
In fining so, this court remains uugui^aut of the statutory 
presumption of validity, ece 55 U.S.C. jj 2X2 (IP), and 
nf Lhe movant's biudcu to show invalidity of on i 5 sued 
patent by clear and convincing evidence, see Ryko Mfg 
Co. v. Nu-Sw. Inc.. 950 F.2d 714 t 716, 21 USP.QJD 
(BM) lUM, 1Q$$ (Fed. Or 1991) Tf farts remain in 
dispute, this court wciftho the xnntAriaKty of the dicpute, 
i ft., whether resolution of the dispute oae way or ihe 



other makes a difference to the final rir.mrmiiialioa of 
obviousness. 

Given the OQcaaional use of archaic terrriinology in 
the difitrict coiTTt 1 R nplnion, this wuii also emphasizes 
that tKc standard for patentability u the starutory swrn- 
daid lhe inquiry is nnt whether iheie was a "real dis- 
covery of mcrit n ot whether the claimed invention of- 
fered a "new solution," hut whether the daiutfd subject 
matter as a whole "would havB been obvious at the tirne 
the invention was made to a pcrsou liaviug ordinary skill 
in the art." 35 \**1Q] U.S.C. $ (Supp. 1 1991). 

111. 

To jtsr-HrTAin rhft Rcope of the prioi ajL, a court exam- 
ines "the field of the inventor's endeavor," Shatterproof 
Lttois torp v /Abbey-Owens Ford Cv.. 758 F.2d 61 3 s 
620. 225 US.P.Q. (BNA) 634, 63X (Fed. Or. 19&5), and 
'"the particular pmhlem with which lbs iu/entor 
involved,"' Stratofltx, Inc. v. Aeroquip Corp., H3 F.2d 
n30 f 1535. 2JR U.S.P.Q. (BNA) 871, 876 (Fed* Or, 
1933) (quc-tbi* In re Wood, 599 F.2d WJ, i036 t 202 
U.S.P.Q (XKA) 171,174 (CCPA 1979X1 aidie ll timctiae 
lDvexition was made/' see 35 U.S.C S 103{z), Hie dis- 
trict court deftneo* rhr. pmhlem as "designing the stem 
segment of a knrttjng needle . . . [tcj rrummizef] needle 
head breakage and thus maximized ^ operating speed 
of an industrial knitting mastum" (emphaEis added), 
the '033 paTejif, rm tHk tuhei liand, descilbcs the inven- 
tor's problem o3 "providing [totting needles] with a 
means wtu>fc avniHx bend b/eaka^ci 01 lets [breakages] 
start to an extent worth mentioning only at higher Joiit- 
ting speeds " '0^ patent, cul. 1, linci 48*51. The distriq 
court's formulation of the problem confronting the '053 
Tm-rntrrrs presumes the solution to the problem - modifi- 
cation [**11J of thcEtcmfiegment-Pefming the pcoblem 
in lerms ufiu iulutioil iCVeals irupioper hindsight in the 
selection ot tha prior art relevant to obviousness. See, 
«.«., to ™ Anih. 58 CCF.A. 1382, 444 F.2d 1163. 1171- 
72, HO (UNA) 285, (CCPA 1971) 

(wauiiug against selection of prior art with hindsi&ht). 
By importing the ultimate solution into the problem fac- 
ing the inventor, the district court adopted an overly nar 
row view of the scopi of the prior art. It alsn infr^Led the 
district court's detcmunab'ona about the content of the 
prior art ^ 

The district rjmrf based ibi LUiiLluMUU of obrious- 
nca? heavily on its deterrmnahoD that the prior art 
shnwptrt h "tTrnrl" towards inweasiiigly lower Stem seg- 
ment heights. A "trend" might very well constitute a sug- 
tjrsiinn irr Icadiin^ lu One of ordinary 5 kill in the art to 
make "ramOr" changes from the prior art in accorrf&Tra 
with Chat trend to produce the claimed invenocm. Cf. in 
r$ Chu, <5o-F.3d 292, 298, 36 USPQP.n (BNA) !089 t 
1094 (Fed. Qr. 1995) (stating that even whan changes 
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